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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re REISSUE application of 
U.S. Patent No. 6,189,991 
Applicant: Shunpei YAMAZAKI 
Issued: January 30, 2001 
For: SEMICONDUCTOR HAVING 

LOW CONCENTRATION OF 

PHOSPHOROUS 



Box Reissue 



PRELIMINARY LETTER 



Commissioner for Patents 
Washington, D.C. 20231 

Sir: 

Background information regarding the prosecution history of U.S. Patent No. 
6,180,991 to Yamazaki ('991 patent) is provided herein below to clarify the 
circumstances in which the errors arose, these errors serving as the basis for the 
present reissue application. Consideration of these remarks is respectfully requested. 

The subject '991 patent issued on January 30, 2001 with claims 1 to 35 from 
application Ser. No. 08/426,235 ('235 apphcation) filed on April 21, 1995. In the '235 
application, a Terminal Disclaimer was filed on November 27, 1996 disclaiming the 
terminal part of the statutory term of any patent granted which would extend beyond 
the expiration date of the full statutory term of U.S. Patent No. 4,581,476, and further 
stating that the '235 application will be enforceable only for and during such period 
that it and prior U.S. Patents No. 4,581,476, No. 4,591,892, No. 5,349,204 and No. 
5,315,132 are commonly owned. 
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During the course of prosecution, the claims of the '235 apphcation were 

substantively amended rendering the Terminal Disclaimer unnecessary and 
inappropriate. Correspondingly, a Petition Under 37 CFR 1.182 To Withdraw A 
Terminal Disclaimer (hereinafter "Petition to Withdraw") was filed on April 8, 1999. 

Claims of the '235 apphcation were allowed and the issue fee paid so that the 
apphcation issued as the subject U.S. Patent No. 6,180,991. Upon inspection of the 
front page of the issued '991 patent, the assignee discovered that the '991 patent was 
still subject to the Terminal Disclaimer. Upon further investigation of the prosecution 
history, it was uncovered that the Petition To Withdraw was not acted upon by the 
USPTO during the 21 months passage from the filing of the Petition To Withdraw in 
April 8, 1999, to the issuance of the '991 patent in January 30, 2001. Thus, it was 
uncovered that the '235 application had issued prior to the withdraw of the Terminal 
Disclaimer. 

This discrepancy was brought to the attention of the USPTO through facsimile 
and verbal correspondences of March 12 and 13, 2001, respectively. The original 
Petition to Withdraw of April 8, 1999 was then dismissed by the Office of Petitions on 
May 10, 2001 stating that the requested relief caimot now be considered in view of the 
fact that '991 patent had issued. A subsequent Request for Reconsideration of 
Decision on Petition was filed on August 24, 2001 but was denied in a Decision 
Denying Petition of November 8, 2001 stating, in part, that the requested relief cannot 
be granted through a petition after a patent has issued. 

Therefore, as stated in the DECLARATION submitted with the present reissue 
application, the errors upon which reissue is based are: 

1. The error of the apphcants in failing to ensure proper disposition of the 
Petition to Withdraw during the prosecution of the '235 application; 
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2. The error of the applicants in not withdrawing the '235 application from 
issuance under 37 CFR 1 .3 13 before the payment of the issue fee; 

3. The error of the appHcants in not withdrawing the '235 appHcation from 
issuance under 37 CFR 1.313 after the payment of the issue fee; 

4. The error of the applicants in not deferring issuance of the patent under 37 
CFR 1.314 until the outstanding Petition to Withdraw was considered; and 

5. The error of the Examiner/USPTO in failing to consider and act upon the 
Petition to Withdraw filed 21 months prior to issuance of the subject '991 patent. 

The above errors have resulted in rendering the subject '991 patent inoperative 
during its terminal part of the statutory term that extends beyond the expiration date of 
the full statutory term of U.S. Patent No. 4,581,476. In addition, the above errors have 
also resulted in the subject '991 patent inoperative in that it is only enforceable for and 
during a period that it and the U.S. Patents No. 4,581,476, No. 4,591,892, No. 
5,349,204 and No. 5,315,132 are commonly owned. Furthermore, in failing to 
withdraw the Terminal Disclaimer, the appHcant also believes the '991 patent is partly 
inoperative by reason that the patentee claimed less than the patentee had the right to 
claim in regards to the term of the '991 patent. 

While MPEP § 1490 states that "it is unlikely that a recorded terminal 
disclaimer will be nullified" after a patent issues, nothing in this, or any other, section 
of tiie MPEP prevents the PTO from nullifying this terminal disclaimer. This 
application presents the very kind of unlikely case where the terminal disclaimer 
should be removed. Applicant made efforts to have the terminal disclaimer removed 
during the prosecution of the application to no avail but not because of the merits. 
Moreover, the Board of Patent Appeals and Interferences has removed a terminal 
disclaimer by way of a reissue application in an even less compelling situation. 

NVA207781.2 



-4- 



DocketNo. 740756-2405 



The MPEP provides that "[i]t has been the Office position that reissue is not 
available to withdraw or otherwise nullify the effect of a terminal disclaimer recorded 
in an issued patent." MPEP § 1490(B). Nevertheless, we beheve, for the reasons 
discussed infra, that the terminal disclaimer recorded in the '991 patent may be 
properly withdrawn through a reissue application under 35 U.S.C. § 251. 

The MPEP does provide that a terminal disclaimer may be nullified by way of a 
petition before issuance of a patent. See MPEP § 1490(A). As noted supra, the 
applicant did petition the USPTO to withdraw the terminal disclaimer prior to issuance 
of the '991 patent, but unfortunately, the petition was not considered until after the 
issuance of the '991 patent. Thus, this case does not squarely fall under either scenario 
discussed in MPEP § 1490(A)-(B). However, in a similar situation, the Board of 
Patent Appeals and Interferences in reissue examination of patent RE3 5,754 to 
Durckheimer et al. found that a reissue apphcation proceeding was a proper 
mechanism to withdraw a terminal disclaimer from an issued patent. {See Ex parte 
Durckheimer et al, Appeal No. 94-2004, U.S. Application Ser. No. 07/551,615 
(stating at 17-18 that "[t]o the extent that [Section 1490] is interpreted to mean that a 
reissue is never available for whatever reason to withdraw or otherwise nullify the 
effect of a terminal disclaimer recorded in an issued patent, we find this interpretation 
to be inconsistent with the provisions of 35 U.S.C. § 251.")). A copy of the decision in 
Ex parte Durckheimer et al. is enclosed. 

Furthermore, the reasons set forth in the MPEP for discouraging use of reissue 
proceedings to withdraw a terminal disclaimer do not apply in this case. The first 
reason stated in the MPEP is that the "granting of a reissue patent without the effect of 
the recorded terminal disclaimer would result in extending the term of the original 
patent, [and granting] reissue under these circumstances would be contrary to the 
statute." MPEP § 1490(B). However, a terminal disclaimer does not alter the original 
patent term; it only disclaims a portion of that term. Hence, removing a terminal 
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disclaimer only restores the patent term to its original length. Thus, a reissue to 
withdraw a terminal disclaimer would not extend the term of the original patent. See 
ex parte Durckheimer et al. at 19-20. 

The second reason set forth in the MPEP for denying a reissue is that the 
removal of a terminal disclaimer would be contrary to the recapture principle. 
Generally, the recapture principle involves a change having been made to the scope of 
the patent claims. Because withdrawal of the terminal disclaimer would not modify 
any of the claims, recapture is also not an issue. See also id. at pg. 21. 

The third reason set forth in the MPEP for not allowing a terminal disclaimer to 
be withdrawn by a reissue application is that a reissue cannot be used as a substitute 
for USPTO procedures. However, the applicant is not seeking to substitute reissue for 
USPTO procedures. The applicant attempted to remove the terminal disclaimer in the 
'991 patent prior to issuance by petition as suggested by the MPEP, but due to error on 
the part of the apphcant and the USPTO, the procedures failed. See also id, at 21-25. 

In light of the above, the apphcant believes that the withdrawal of a terminal 
disclaimer from an issued patent through reissue application proceedings is proper, 
that such is appropriate in the case of the '991 patent, and examination on the merits 
and issuance of the subject reissue application is respectfully requested. 



Respectfully submitted. 




Eric J. Robinson 

Registration No. 38,285 
NIXON PEABODY LLP 
8180 Greensboro Drive, Suite 800 
McLean, Virginia 22102 
(703) 790-9110 
(703) 883-0370 (Fax) 



Dated: 
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IN THE UNITED STATES PATENT AND TRADEMARK OFHCE 

In re PATENT application of ) 

Shunpei YAMAZAKI ) 

Serial No. 08/426,235 ) Art Unit: 2503 

Filed: April 21, 1995 ) Examiner: S. Miller 

For: PHOTOELECTRIC CONVERSION ) 

DEVICE AND METHOD OF ) 

MAKING THE SAME ) 

TERMINAL DISCLAIMER 

Honorable Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

Sir: 

I, Dr. Shunpei Yamazaki, having a place of business at Semiconductor 
Energy Laboratory Co„ Ltd., 398 Hase Atsugi-shi, Kanagawa-ken, 243 Japan, 
state that I am authorized to sign on behalf of the assignee of this invention 
and that the Assignment referred to below has been reviewed and certify that, 
to the best of its knowledge and belief, the entire right, title and interest in the 
above-identified application is in the name of Semiconductor Energy 
Laboratory Co., Ltd. by virtue of an Assignment recorded in the U.S. Patent 
and Trademark Office at Reel 4211, Frame 997. 

Semiconductor Energy Laboratory Co., Ltd. hereby disclaims, except as 
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provided below, the terminal part of the statutory term of any patent granted 
on the instant application, which would extend beyond the expiration date of 
the full statutory term defined in 35 U,S.C. 154 to 156 and 173, as presently 
shortened by any terminal disclaimer, of prior Patent No. 4,581,476. 
Semiconductor Energy Laboratory Co., Ltd. hereby agrees that any patent so 
granted on the instant application shall be enforceable only for and during such 
period that it and prior Patent Nos. 4,581,476; 4,591,892; 5,349,204; and 
5,315,132 are commonly owned. This agreement runs with any patent granted 
on the instant application and is binding upon the grantee, its successors or 
assigns. 

In making the above disclaimer, Semiconductor Energy Laboratory Co., 
Ltd. does not disclaim the terminal part of any patent granted on the instant 
application that would extend to the expiration date of the full statutory term 
as defined in 35 U.S.C. 154 to 156 and 173 of the prior Patent No. 4,581,476, 
as presently shortened by any terminal disclaimer, in the event that it later 
expires for failure to pay a maintenance fee, is held unenforceable, is found 
invalid by a court of competent jurisdiction, is statutorily disclaimed in whole 
or terminally disclaimed under 35 CFR 1.321, has all claims cancelled by a 
reexamination certificate, is reissued, or is in any manner terminated prior to 
the expiration of its full statutory term as presently shortened by any terminal 
disclaimer. 

I hereby declare that all statements made herein of my own knowledge 
are true and that all statements made on information and belief are believed to 
be true; and further that these statements were made with the knowledge that 
willful false statements and the like so made are punishable by fine or 
imprisonment, or both, under Section 1001 of Title 18 of the United States 



- 3 - Docket: 0756-1236 

Code and that such willful false statements may jeopardize the validity of the 
application or any patent issuing thereon. 

March 23, 1996 ^^^^.^XyU 
Date ^ame: *§JrtJnpei YMif^jdd 

Title: President // 
Company Name: Semiconductor Energy 
Laboratory Co., Ltd. 



